
PTO Form 1930 (Rev 9/2007)

OMB No. 0651-0050 (Exp. 4/30/2009)

Request for Reconsideration after Final Action

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 85008626

LAW OFFICE
ASSIGNED

LAW OFFICE 101

MARK SECTION (no change)

ARGUMENT(S)

SCENT          

            This Request for Reconsideration is in response to the Final Action from the Examining

Attorney, dated October 4, 2011.  Applicant respectfully requests withdrawal of the refusal to register

and responds as follows:

INFORMALITIES
1.                  Notice of Appeal

            In addition to this communication, Applicant also has filed a Notice of Appeal with the

Trademark Trial and Appeal Board, dated April 4, 2012.

REMARKS
1.                  Failure to Function as a Mark

            The Examining Attorney continues to maintain his refusal of Applicant’s Mark under Lanham

Act Sections 1, 2 and 45, 15 U.S.C. §§ 1051-1052, 1127, asserting that Applicant’s Mark fails to

function as a trademark.  Applicant respectfully disagrees and reiterates that its Mark does function as

source-identifier for the goods and has acquired distinctiveness.  Applicant respectfully requests that the

Examiner reconsider his findings.

            The Examiner maintains that evidence showing five (5) years’ substantially exclusive use is

insufficient to show acquired distinctiveness and that Applicant’s length of use is not dispositive on the

issue of distinctiveness.  See Office Action, pg. 3.  However, Applicant has been using its Mark for



much longer than five (5) years.  In fact, Applicant has used its Mark substantially exclusively with

nitroglycerin pharmaceuticals for nearly twenty-three (23) years.  While Applicant acknowledges that

five (5) years of use alone would be insufficient to prove acquired distinctiveness, Applicant maintains

its extremely long use, coupled with Applicant’s other actual evidence that the Mark is perceived as a

trademark for nitroglycerin pharmaceuticals, is a substantial factor.  See TMEP Section 1212.05(a).  In

the past twenty-three (23) years, Applicant has educated the public to associate its Mark with a single

source (itself) through its extensive and substantially exclusive use.

            The Examiner maintains that Applicant’s use of the Mark has not been substantially exclusive,

that use of a peppermint scent is “a common feature of nitroglycerin formulations” and that a

“multitude of nitroglycerin formulations use peppermint oil.”   Applicant respectfully submits that the

Examiner’s assertions are wholly inaccurate.   Use of a peppermint scent with nitroglycerin is not

common in the relevant marketplace.  As the Examiner knows, Applicant has applied for its Mark in

connection with pharmaceutical formulations of nitroglycerin.  However, in support of the proposition

that peppermint is commonly utilized with nitroglycerin, the Examiner provides evidence that

peppermint is used with nifedipine (brand names Adalat and Procardia), an entirely different drug, and

goods that are not the subject of this application.  Although the Examiner asserts that nifedipine is a

generic form of nitroglycerin, it is not.  Nifedipine comes in tablet form (the drug is actually dangerous

when dispensed in a sublingual form like Applicant’s product), and it is not used to treat acute angina,

like Applicant’s product.   In fact, studies show it is wholly ineffective at treating acute angina.  Rather,

it is a calcium channel tablet and is used a preventative maintenance drug.  See print-outs attached at

Exhibit A. 

            The Examiner also cites the drugs Suscard and Mylan-Nitro to show alleged “common” usage

of the Mark with nitroglycerin.  However, neither of these drugs is FDA approved or offered in the

United States.  One is sold in Canada and one is sold in the United Kingdom.  Accordingly, their

probative value is questionable. 

            The sole evidence that the Examiner has proffered to support alleged common usage of a

peppermint scent in the US marketplace is that a single third party, Nitromist, a junior user, also uses

peppermint.  As evidenced by public court records, Applicant filed suit against the distributor of

Nitromist in the District Court of Massachusetts approximately one year ago, alleging, among other

things, copyright and trademark infringement, false advertising and unfair competition.  Applicant



attaches hereto a copy of the complaint as Exhibit B.  The parties subsequently settled.  As Applicant

asserted with its prior office action response, a late-comer’s imitation of a Mark and product merely

reinforce that Applicant’s Mark has secondary meaning in the marketplace.   See, e.g., Parker

Laboratories Inc. v. Pharmaceutical Innovations Inc., 20 U.S.P.Q.2d 1152 (S.D.N.Y. 1991) (holding

trade dress for plaintiff's “Aquasonic 100” ultrasound transmission gel acquired secondary meaning, in

light of volume, extent, and duration of plaintiff's advertising and promotion, and in light of defendant’s

blatant copying of trade dress). 

            Moreover, Applicant has aggressively advertised and therefore consumers have had widespread

exposure to Applicant’s Mark.   Highly trained sales representatives visit doctors’ offices, hospitals and

pharmacies to inform them about Applicant’s Mark and goods.   Applicant also has promoted its Mark

and goods at medical trade conventions, through trade publications and medical journals, print-ads in

doctors’ offices and pharmacies, and on the Internet.   The Examining Attorney maintains that there is

no indication in Applicant’s advertising that it contains a peppermint scent, but this simply is not true.  

Every product box indicates that the goods bear a peppermint scent, as do internet materials about the

drug.  See image of product packaging and internet print-outs attached as composite Exhibit C. 

Applicant’s Mark also is featured at the following websites: <nitrolingual.com> and

<anactiveheart.com>.  Applicant has owned and operated the <nitrolingual.com> website through its US

distributor since at least as early as 2004.  See Whois page for <nitrolingual.com> attached at Exhibit D.

  The site is an important resource for consumers looking for more information about Applicant’s

product and illustrates the Mark on every page.  See representative screenshots from <nitrolingual.com>

attached as Exhibit E.  In the past year, the website has had nearly 51,000 page views and nearly 33,000

visits.  Close to 90% of these visits have been new (versus repeat) visits.  Additionally, Applicant has

offered and sold goods bearing the Mark in at least the following countries: Canada, the United

Kingdom, the Benelux region, Germany, Austria, Australia and New Zealand. 

            The Examiner suggests that such advertising is merely indicative of an effort to develop

distinctiveness and not that the Mark has actually acquired distinctiveness.  However, millions of buyers

and prospective buyers have had widespread exposure to this advertising for more than two decades,

resulting in millions of commercial impressions throughout the world.  As a result of the success of its

marketing efforts, Applicant has a 97% share of the nitroglycerin sublingual pharmaceutical market in



the United States.  Prior to the recent introduction of Nitromist, Applicant had 100% of the market share

in the United States.  In other countries, such as Australia, Applicant continues to occupy a 100%

market share. 

            The Examining Attorney maintains that the mark that figures in Applicant’s advertising is

Nitrolingual®, not the applied-for Mark, and that the Mark will be perceived only as an intrinsic feature

of the pharmaceutical.  However, Applicant has provided with prior office action responses actual

evidence that relevant purchasers (e.g. healthcare professionals) do, in fact, view the scent as a

trademark and associate the scent with Applicant and Applicant’s brand.   See, e.g., Boehringer

Ingelheim G.m.b.H. et al. v. Pharmadyne Laboratories, Inc. et. al, 211 U.S.P.Q. 1163, 1184 (D.N.J.

1980) (finding recognition by physicians and pharmacists “ highly persuasive” evidence of secondary

meaning).

            The Examiner discredits the declarations, calling the conclusions in the letters “suspect,”

without basis, and stating that the probative value of the twenty-six letters is “very limited” given their

form format.  See Office Action, pgs. 4-5.  However, form format letters are competent evidence of

secondary meaning, and the fact that the letters are in form format does not make the statements

contained within them any less true.  See, e.g.,  In re Black & Decker Corp., 81 U.S.P.Q.2d 1841

(T.T.AB. 2006) (finding applicant’s ten form letters, similar to the ones at hand, in support of its claim

of acquired distinctiveness were “ competent evidence” of consumer recognition as a trademark, despite

Examiner’s assertion that letters were unpersuasive).  

            Here, the Examiner also maintains that none of the letters provide information as to the

qualifications of the individuals making the statements or any “ basis” for the conclusions.   Office

Action, pgs. 4-5.  However, the letters clearly state the individuals’ names and titles, indicate that they

have been “treating patients for angina pectoris” for “years,” that they have “become very familiar

with different pharmaceutical formulations of nitroglycerin on the market,” and they “regularly

prescribe” the goods that are covered by this application.   Similar language was used in the declarations

in In re Black & Decker Corp., and the T.T.A.B. found “the language [was] clear as to what is

understood to represent Applicant’s applied-for mark.”   Id.  The declarations that Applicant has

submitted with this application are competent and direct evidence that consumers recognize Applicant’s

Mark as a trademark and that the peppermint scent do indeed function as source indicators.



            In support of its claim of acquired distinctiveness, Applicant also has provided substantial and

impressive revenue figures that are in the hundreds of millions of dollars, and significant sales figures,

having sold millions of pharmaceutical units bearing the Mark.  The Examiner dismisses these figures,

maintaining that they apply to the marketing and sale of Nitrolingual® and that there is insufficient

evidence showing the amount of marketing revenues, for instance, that apply to the trade dress.  See

Office Action, pg. 3.  Applicant respectfully asserts that the Examiner’s focus on sales and revenue

applicable solely to the trade dress is misplaced.  Applicant’s Mark is part and parcel of a

pharmaceutical product sold to consumers.  Applicant does not sell the scent by itself.  It would be

impossible to provide sales and revenue figures attributable solely to the peppermint scent.  Sales

success to the extent of Applicant’s clearly support the conclusion that the Mark has acquired

secondary meaning.  Arrow Fastener Co., Inc. v. Stanley Works, 59 F.3d 384, 393, 35 U.S.P.Q.2d 1449

(2d Cir. 1995) (finding sales figures relevant evidence from which to infer the existence of secondary

meaning).

CONCLUSION

            In light of the foregoing, it is clear that Applicant’s Mark functions as a trademark and has

secondary meaning in the minds of consumers.  Use of a peppermint scent in connection with

nitroglycerin is not common in the marketplace and is a unique trademark that consumers clearly

associate with Applicant.  Applicant has presented competent and substantial evidence in the form of

actual consumer testimony and significant sales, revenue and advertising figures, which all supporting a

finding of acquired distinctiveness. Accordingly, Applicant submits that registration on the Principal

Register is proper and hereby respectfully requests such action.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85008626 (Sound/Motion Mark) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

SCENT          

            This Request for Reconsideration is in response to the Final Action from the Examining Attorney,

dated October 4, 2011.  Applicant respectfully requests withdrawal of the refusal to register and responds

as follows:

INFORMALITIES
1.                  Notice of Appeal

            In addition to this communication, Applicant also has filed a Notice of Appeal with the Trademark

Trial and Appeal Board, dated April 4, 2012.

REMARKS
1.                  Failure to Function as a Mark

            The Examining Attorney continues to maintain his refusal of Applicant’s Mark under Lanham Act

Sections 1, 2 and 45, 15 U.S.C. §§ 1051-1052, 1127, asserting that Applicant’s Mark fails to function as a

trademark.  Applicant respectfully disagrees and reiterates that its Mark does function as source-identifier

for the goods and has acquired distinctiveness.  Applicant respectfully requests that the Examiner

reconsider his findings.



            The Examiner maintains that evidence showing five (5) years’ substantially exclusive use is

insufficient to show acquired distinctiveness and that Applicant’s length of use is not dispositive on the

issue of distinctiveness.  See Office Action, pg. 3.  However, Applicant has been using its Mark for much

longer than five (5) years.  In fact, Applicant has used its Mark substantially exclusively with nitroglycerin

pharmaceuticals for nearly twenty-three (23) years.  While Applicant acknowledges that five (5) years of

use alone would be insufficient to prove acquired distinctiveness, Applicant maintains its extremely long

use, coupled with Applicant’s other actual evidence that the Mark is perceived as a trademark for

nitroglycerin pharmaceuticals, is a substantial factor.  See TMEP Section 1212.05(a).  In the past twenty-

three (23) years, Applicant has educated the public to associate its Mark with a single source (itself)

through its extensive and substantially exclusive use.

            The Examiner maintains that Applicant’s use of the Mark has not been substantially exclusive,

that use of a peppermint scent is “a common feature of nitroglycerin formulations” and that a “multitude

of nitroglycerin formulations use peppermint oil.”   Applicant respectfully submits that the Examiner’s

assertions are wholly inaccurate.  Use of a peppermint scent with nitroglycerin is not common in the

relevant marketplace.  As the Examiner knows, Applicant has applied for its Mark in connection with

pharmaceutical formulations of nitroglycerin.  However, in support of the proposition that peppermint is

commonly utilized with nitroglycerin, the Examiner provides evidence that peppermint is used with

nifedipine (brand names Adalat and Procardia), an entirely different drug, and goods that are not the

subject of this application.  Although the Examiner asserts that nifedipine is a generic form of

nitroglycerin, it is not.  Nifedipine comes in tablet form (the drug is actually dangerous when dispensed in

a sublingual form like Applicant’s product), and it is not used to treat acute angina, like Applicant’s

product.  In fact, studies show it is wholly ineffective at treating acute angina.  Rather, it is a calcium

channel tablet and is used a preventative maintenance drug.  See print-outs attached at Exhibit A. 

            The Examiner also cites the drugs Suscard and Mylan-Nitro to show alleged “common” usage of

the Mark with nitroglycerin.  However, neither of these drugs is FDA approved or offered in the United

States.  One is sold in Canada and one is sold in the United Kingdom.  Accordingly, their probative value

is questionable. 

            The sole evidence that the Examiner has proffered to support alleged common usage of a

peppermint scent in the US marketplace is that a single third party, Nitromist, a junior user, also uses

peppermint.  As evidenced by public court records, Applicant filed suit against the distributor of Nitromist



in the District Court of Massachusetts approximately one year ago, alleging, among other things,

copyright and trademark infringement, false advertising and unfair competition.  Applicant attaches hereto

a copy of the complaint as Exhibit B.  The parties subsequently settled.  As Applicant asserted with its

prior office action response, a late-comer’s imitation of a Mark and product merely reinforce that

Applicant’s Mark has secondary meaning in the marketplace.   See, e.g., Parker Laboratories Inc. v.

Pharmaceutical Innovations Inc., 20 U.S.P.Q.2d 1152 (S.D.N.Y. 1991) (holding trade dress for plaintiff's

“Aquasonic 100” ultrasound transmission gel acquired secondary meaning, in light of volume, extent, and

duration of plaintiff's advertising and promotion, and in light of defendant’s blatant copying of trade

dress). 

            Moreover, Applicant has aggressively advertised and therefore consumers have had widespread

exposure to Applicant’s Mark.   Highly trained sales representatives visit doctors’ offices, hospitals and

pharmacies to inform them about Applicant’s Mark and goods.   Applicant also has promoted its Mark and

goods at medical trade conventions, through trade publications and medical journals, print-ads in doctors’

offices and pharmacies, and on the Internet.  The Examining Attorney maintains that there is no indication

in Applicant’s advertising that it contains a peppermint scent, but this simply is not true.   Every product

box indicates that the goods bear a peppermint scent, as do internet materials about the drug.  See image of

product packaging and internet print-outs attached as composite Exhibit C.  Applicant’s Mark also is

featured at the following websites: <nitrolingual.com> and <anactiveheart.com>.  Applicant has owned

and operated the <nitrolingual.com> website through its US distributor since at least as early as 2004.  See

Whois page for <nitrolingual.com> attached at Exhibit D.  The site is an important resource for

consumers looking for more information about Applicant’s product and illustrates the Mark on every

page.  See representative screenshots from <nitrolingual.com> attached as Exhibit E.  In the past year, the

website has had nearly 51,000 page views and nearly 33,000 visits.  Close to 90% of these visits have

been new (versus repeat) visits.  Additionally, Applicant has offered and sold goods bearing the Mark in at

least the following countries: Canada, the United Kingdom, the Benelux region, Germany, Austria,

Australia and New Zealand. 

            The Examiner suggests that such advertising is merely indicative of an effort to develop

distinctiveness and not that the Mark has actually acquired distinctiveness.  However, millions of buyers

and prospective buyers have had widespread exposure to this advertising for more than two decades,



resulting in millions of commercial impressions throughout the world.  As a result of the success of its

marketing efforts, Applicant has a 97% share of the nitroglycerin sublingual pharmaceutical market in the

United States.  Prior to the recent introduction of Nitromist, Applicant had 100% of the market share in

the United States.  In other countries, such as Australia, Applicant continues to occupy a 100% market

share. 

            The Examining Attorney maintains that the mark that figures in Applicant’s advertising is

Nitrolingual®, not the applied-for Mark, and that the Mark will be perceived only as an intrinsic feature of

the pharmaceutical.  However, Applicant has provided with prior office action responses actual evidence

that relevant purchasers (e.g. healthcare professionals) do, in fact, view the scent as a trademark and

associate the scent with Applicant and Applicant’s brand.   See, e.g., Boehringer Ingelheim G.m.b.H. et al.

v. Pharmadyne Laboratories, Inc. et. al, 211 U.S.P.Q. 1163, 1184 (D.N.J. 1980) (finding recognition by

physicians and pharmacists “ highly persuasive” evidence of secondary meaning).

            The Examiner discredits the declarations, calling the conclusions in the letters “suspect,” without

basis, and stating that the probative value of the twenty-six letters is “very limited” given their form

format.  See Office Action, pgs. 4-5.  However, form format letters are competent evidence of secondary

meaning, and the fact that the letters are in form format does not make the statements contained within

them any less true.  See, e.g.,  In re Black & Decker Corp., 81 U.S.P.Q.2d 1841 (T.T.AB. 2006) (finding

applicant’s ten form letters, similar to the ones at hand, in support of its claim of acquired distinctiveness

were “ competent evidence” of consumer recognition as a trademark, despite Examiner’s assertion that

letters were unpersuasive). 

            Here, the Examiner also maintains that none of the letters provide information as to the

qualifications of the individuals making the statements or any “ basis” for the conclusions.   Office Action,

pgs. 4-5.  However, the letters clearly state the individuals’ names and titles, indicate that they have been

“treating patients for angina pectoris” for “years,” that they have “become very familiar with different

pharmaceutical formulations of nitroglycerin on the market,” and they “regularly prescribe” the goods

that are covered by this application.  Similar language was used in the declarations in In re Black &

Decker Corp., and the T.T.A.B. found “the language [was] clear as to what is understood to represent

Applicant’s applied-for mark.”   Id.  The declarations that Applicant has submitted with this application

are competent and direct evidence that consumers recognize Applicant’s Mark as a trademark and that the



peppermint scent do indeed function as source indicators.

            In support of its claim of acquired distinctiveness, Applicant also has provided substantial and

impressive revenue figures that are in the hundreds of millions of dollars, and significant sales figures,

having sold millions of pharmaceutical units bearing the Mark.  The Examiner dismisses these figures,

maintaining that they apply to the marketing and sale of Nitrolingual® and that there is insufficient

evidence showing the amount of marketing revenues, for instance, that apply to the trade dress.  See

Office Action, pg. 3.  Applicant respectfully asserts that the Examiner’s focus on sales and revenue

applicable solely to the trade dress is misplaced.  Applicant’s Mark is part and parcel of a pharmaceutical

product sold to consumers.  Applicant does not sell the scent by itself.  It would be impossible to provide

sales and revenue figures attributable solely to the peppermint scent.  Sales success to the extent of

Applicant’s clearly support the conclusion that the Mark has acquired secondary meaning.   Arrow

Fastener Co., Inc. v. Stanley Works, 59 F.3d 384, 393, 35 U.S.P.Q.2d 1449 (2d Cir. 1995) (finding sales

figures relevant evidence from which to infer the existence of secondary meaning).

CONCLUSION

            In light of the foregoing, it is clear that Applicant’s Mark functions as a trademark and has

secondary meaning in the minds of consumers.  Use of a peppermint scent in connection with

nitroglycerin is not common in the marketplace and is a unique trademark that consumers clearly associate

with Applicant.  Applicant has presented competent and substantial evidence in the form of actual

consumer testimony and significant sales, revenue and advertising figures, which all supporting a finding

of acquired distinctiveness. Accordingly, Applicant submits that registration on the Principal Register is

proper and hereby respectfully requests such action.
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